REMARKS 

Applicants would like to thank Examiner Musser for the helpful and courteous 
interview held with Applicants' representatives, on March 27, 2003. At that time, the 
Examiner explained the basis of her rejection of the claims based on 35 U.S.C. § 1 12 2 nd 
paragraph, and she was receptive to the idea of amending the claims demonstrating that the 
protective layer, Fp, was removable, and she suggested that this amendment would obviate 
this rejection. New claims 4-16 have been drafted with the Examiner's comments in mind, 
and are free of this rejection. 

Additionally, Examiner recognized that defining the protective layer as being 
removable obviates the rejection of the claimed method under 35 U.S.C. § 103(a) in light of 
Sawamura et al. (EP 0878285A1) and Dornbusch et al. (U.S. Patent 4,883,697), as both 
references outline processes or products dealing with labels, not self-adhesive parts. 

During the interview, the Examiner was interested in the fact that the current 
invention employed silicone resins, while the prior art references employed silicone rubbers. 
In addition, Applicants' representatives explained that Strickland et al. (U.S. Patent 
5,983,527) did not disclose that "injection molding a substrate against an adhesive results in a 
better bond," as compared to attaching the substrate outside the mold. 

As explained at the interview, the present invention is directed to a method for 
producing self-adhesive molded silicone parts that overcomes the problems associated with 
adhering a silicone part to its substrate by adhesive bonding or by overmolding. The process 
is distinguished over the prior art by the fact that the components used to make the self- 
adhesive stack are placed into the mold prior to adding the uncured silicone-resin. The prior 
art does not teach using a preformed self-adhesive stack. Furthermore, the prior art uses 
extruded silicone rubbers or silicone liquid-injection-molding rubber. It does not use silicone 
resin, nor does it place a preformed adhesive stack inside of a mold. 



Applicants' claimed process for manufacturing a self-adhesive molded silicone part, 
comprises: placing into a half-mold (Ml), comprising a hollow cavity (Ei), an adhesive stack 
comprising a removable protective sheet (Fp), a first adhesive layer (Ce), an intermediate 
sheet (Fi), and a second adhesive layer (Cs); joining a second half-mold (M2), comprising a 
second hollow cavity (E 2 ), with half-mold (Ml) comprising said adhesive stack, wherein the 
cavities of the half-molds face one another; injecting a silicone resin (R) into the cavity 
produced by the joining of half-molds Ml and M2; curing the mold injected silicone resin; 
and demolding the resultant self-adhesive molded silicone part. 

This claimed method has been rejected under 35 U.S.C. 103(a) as being unpatentable 
over Gerritsen (U.S. Patent 4,658,548), in view of Clark (U.S. Patent 4,351,686), Strickland 
et al. (U.S. Patent 5,983,527), and Sawamura et al. (EP 0878285A1). 

Gerritsen applies a non-silicone-based double-sided adhesive to an extruded silicone 
rubber part outside of a mold. Clark applies a non-silicone based adhesive to a pretreated 
silicone rubber part outside of a mold. The pretreatment procedure comprises applying a 
toluene-diluted silicone-based adhesive to the silicone rubber part followed by drying by air 
or using a heat lamp. Strickland et al. prepares a non-silicone-based molded shoe sole 
without using a silicone-based adhesive. Strickland et al. either casts or extrudes a non- 
silicone-based adhesive onto a protective release layer (col. 2, lines 53-55), which becomes 
activated only upon the application of heat (col. 1, lines 43-45). Sawamura et al. employs a 
silicone-based adhesive to transfer labels to a silicone-rubber part. These references do not 
place a preformed self-adhesive stack into a mold; they do not use a silicone resin, nor do 
they adhere said silicone resin to the preformed self-adhesive stack using a silicone-based 
adhesive. Applicants contend that the above-mentioned references do not teach all of the 
elements of the present invention, and when viewed as a collective whole do not make the 
present invention obvious to one of ordinary skill. 
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Applicants process differs from the prior art in that a self-adhesive stack is placed in a 
mold followed by injection of a silicone resin, curing and then removing the self-adhesive 
molded silicone part from the mold assembly. The utilization of a preformed stack is 
markedly different from that method used by Strickland et al. As mentioned above, 
Strickland et al. introduced adhesive onto their protective layer by either casting or extruding 
(col. 2, lines 53-55), while Applicants place the preformed adhesive stack into the half-mold 
Ml. Furthermore, the adhesive employed by Strickland et al. is absorbed (col. 1, lines 43-44) 
into the sole of the shoe. This adhesive is unlike the silicone-based adhesive used by 
Applicants. The only reference in Strickland et al. to "silicone" is as its role as a release liner 
(col. 2, line 17). Furthermore, the use of silicone resin is certainly unlike the extruded 
silicone-rubber parts taught by Gerritsen and Clark , and markedly different from the silicone 
liquid-injection-molded rubber used by Sawamura et al. 

Both silicone resins and silicone rubbers, herein after referred to as resins and rubbers 
respectively, can be formed from chlorosilanes having the general formula R x SiCl4- x . The 
chlorosilanes (R x SiCl4_ x ) may then be treated with water, i.e., hydrolyzed, to form siloxanes. 
An abbreviated representation of this process is as follows: 

RxSiCLj-x + water p> Siloxanes 

When 
x = 0 or 1 

(highly branched siloxanes; resins) 
x = 2 

(linear siloxanes; rubber precursors) 
where the "highly branched siloxanes" are synonymous with resins and "linear siloxanes" are 
precursors of rubbers. (It should be noted that the representation above is only a partial 
schematic of the entire process as other processes and chemical reagents may be involved.) 
The difference in x-values (resins: x = 0 or 1 ; rubber-precursors: x = 2) means that upon the 
addition of water, the formed siloxanes have markedly different properties. When the x- 
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value equals 0 or 1 (i.e., for resins), the resultant siloxanes are highly branched oligomers 
whose average molecular weights are generally less than 10,000 g/mol. When the x-value 
equals 2 (i.e., for rubber-precursors), the resultant siloxanes are linear and give rise to 
polymers whose average molecular weights are typically greater than 500,000 g/mol. While 
there are many other differences to consider, these differences are beyond the scope of this 
discussion. Examiner is directed to a copy, attached as Appendix I, of a relevant section 
found in Kirk-Othmer's Encyclopedia of Chemical Technology (4 th Edition; vol. 22, pp. 107 
-116, specifically pp. 112-113) for additional information. The most important point to note 
is that the silicone product used in the applied prior art is silicone rubber , while that used by 
Applicants is silicone resin . 

Accordingly, the combined references do not teach or suggest all of the claimed 
elements, and Applicants respectfully request that the Examiner withdraw the rejection over 
Gerritsen (U.S. Patent 4,658,548), in view of Clark (U.S. Patent 4,351,686), Strickland et al. 
(U.S. Patent 5,983,527), and Sawamura et al. (EP 0878285A1). 

The Examiner's rejection of the claimed method under 35 U.S.C. 103(a) as being 
obvious in light of Sawamura et al. (EP 0878285A1) and Dombusch et al. (U.S. Patent 
4,883,697) is obviated by way of amendment. Sawamura et aL uses a silicone-based 
adhesive to facilitate the transfer of designs to silicone-rubber parts, but does not produce 
self-adhesive parts. Dombusch et al. is silent to the use of silicone products and to self- 
adhesive parts. Amending the claimed method defining the protective sheet as being 
removable distinguishes the current invention from these two prior art references, as agreed at 
the interview. Applicants respectfully request that the Examiner withdraw the rejection of the 
claimed method based on these two references. 
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Applicants submit that the present application is in a condition for allowance, 
notification to this effect is respectfully requested. 



Early 



Respectfully submitted, 



OBLON^^p^on McClelland, 
'neus/adt, p.c. 





22850 

Tel.: (703)413-3000 
Fax: (703)413-2220 



Norman F. Obion 
Attorney of Record 
Registration No. 24,618 

Richard L. Treanor, Ph.D. 
Registration No. 36,379 
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